THL'S OPI NI ON WAS NOT_WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Before KIM.IN, THOVAS and STAAB, Adm nistrative Patent Judges.

THOMAS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal fromthe examner’s final
rejection of the only claimpending:

The ornanental design for a 'BI NGO MARKER as shown and
descri bed.

! Application for patent filed March 1, 1994.
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The exam ner has relied upon the follow ng reference:
Futi no Des. 325,751 Apr. 28, 1992

The claimstands rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness, the exam ner relies upon Futino al one.

We refer to the briefs and the answers for the respective
positions of the appellant and the exam ner.

CPI NI ON

Initially, we note that the single claimat bar covers
al ternative enbodi nents of a single inventive concept. In re
Rubinfield, 270 F.2d 391, 396, 123 USPQ 210, 214 (CCPA 1959),
cert. denied, 362 U S. 903, 124 USPQ 535 (1960). The prosecution

history reflects this. Therefore, the rejection under 35 U S. C
8§ 103 is proper if the prior art denonstrates the obvi ousness of
just one of appellant’s alternative enbodi nents. Whether the

prior art woul d have rendered obvi ous the other enbodinent(s) is

irrelevant. Ex parte WIf, 152 USPQ 71, 72 (Bd. App. 1965).

We reverse the rejection of the design claimon appeal under
35 US.C 8103 inlight of the examner’'s reliance upon Futino

al one.
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“I'n determning the patentability of a design, it is the
overal | appearance, the visual effect as a whole of the design,

whi ch must be taken into consideration.” See In re Rosen, 673

F.2d 388, 390, 213 USPQ 347, 349 (CCPA 1982). Wiere the inquiry
is to be made under 35 U. S.C. 8 103, the proper standard is

whet her the design woul d have been obvious to a designer of
ordinary skill who designs articles of the type involved. See

In re Nal bandi an, 661 F.2d 1214, 1217, 211 USPQ 782, 785 (CCPA

1981). Furthernore, as a starting point when a 8 103 rejection

i s based upon a conbination of references, there nust be a
reference, a “sonething in existence,” the design characteristics
of which are basically the sane as the clained design. Once a
reference neets the test of a basic design reference, ornanental
features may reasonably be interchanged with or added fromthose
in other pertinent references, when such references are “so

rel ated that the appearance of certain ornanental features in one
woul d suggest the application of those features to the other.”

See In re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA

1982); In re davas, 230 F.2d 447, 450, 109 USPQ 50, 52 (CCPA

1956); In re Harvey, 12 F.3d 1061, 1063, 29 USPQ2d 1206, 1208

(Fed. Cir. 1993). |If, however, the conbi ned teachings of the

appl i ed references suggest only conponents of the clained design,



Appeal No. 96-3622
Appl i cation 29/019, 382

but not its overall appearance, an obviousness rejection is
i nappropriate. See In re Cho, 813 F.2d 378, 382, 1 USPQ2d 1662,
1663 (Fed. Cir. 1987).

Page 3 of the answer indicates the examner’s view that it
woul d have been obvious to one of ordinary skill in the art at
the time of the invention “to have varied the nunber of spheres,
as applicant hinself is claimng a multiple nunber of spheres.”
In the responsive argunents portion of the principal answer, the
exam ner indicates at the bottom of page 4 that “it is the
exam ner’s contention that nerely varying the nunber of spheres
woul d have been an obvious variation, in view of appellant’s own
di scl osure. As appellant has shown that addi ng and subtracting
spheres are obvious variations, then the sane holds true for the
reference used in the rejection.”

Besi des bei ng based on apparent prohibitive hindsight, the
exam ner’s reasoning is msplaced because we do not see that the

exam ner has provided a so-call ed Rosen-type reference which, as

we noted earlier, nmust present to the ordinary designer design

characteristics which are “basically the sane” as the clai ned
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design. Futino clearly shows only one sphere. The broadest or
si npl est enbodi nent of the claimed invention is depicted in

Fi gures 17 through 24 which show two stacked spheres. Since the
exam ner has presented evidence in Futino of only part or one

half of a thing in existence, the design characteristics which

are required to be basically the sane, the exam ner’s position
appears to also only present conponents of a clai ned design.

In re Cho, supra, indicates that an obviousness rejection is not

appropriate when only the conponents of a clained design are
present but not its overall appearance in the prior art relied
upon.

The exam ner’s basic rationale that it would have been
obvious to the ordinary designer to have varied the nunber of

spheres is further msplaced. As discussed in In re Harvey,

supra, the examner’s rationale appears to be utilizing design
concepts. The exam ner’s basic rationale may have sone place in
utility patent application anal yses, but not in designs. The
exam ner’s evidentiary void cannot be filled by a conceptualized
appr oach.

In order for us to sustain the exam ner’s rejection under
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35 US.C 8 103, we would need to resort to specul ation or
unf ounded assunptions to supply deficiencies in the factual basis

of the rejection. |In re Warner, 379 F.2d 1011, 1017,

154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S. 1057

(1968), reh’g denied, 390 U S. 1000 (1968). This we decline

to do.

In view of the foregoing, the decision of the exam ner
rejecting the design claimon appeal under 35 U.S.C. 8 103 is
reversed

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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